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REMARKS 

,„ the Subject Application, claims 1-65 are pending, and of the pending 
ciaims, claims 21-27 and 31-44 are withdrawn from consideration. In the Office 
Action, the Examiner has rejected claims 1, 5-20, 28-30, 45, and 49-65 and objected 
t„ claims 2-4 and 46-48. Applicants have cancelled claim 49 in this amendment. 
Specification 

Applicants have amended the Abstract of the Disclosure to limit the text 
of the Abstract to one paragraph and have corrected the typographical error of the 
word "one" on the eleventh line of the Abstract. 

Claim Objections 
Applicants have corrected the claim objections indicated by the 
Bxaminer.for example, all occurrences of the term -2,3 dimethylbutadiene" were 
corrected to read -2,3-dimethylbutadiene"; all occurrences of "irridW were 
oorrected to read 'iridium"; all occurrences of "paladium" were corrected to read 
•palladium"; the occurrence of "corrdinate" in claim 63 was corrected to read 
"coordinate". 

Claim Rejections - 35 U.S.C. § 112, fl»t paragraph 

Claims 28-30 were rejected under 35 U.S.C. § 112, first paragraph, 
be cause in the Examiner, opinion the specification is enabling for i— „ 9 to 
photo a*d tet h*pho t oca W ^ 

Therefore the Examiner concluded that the specification does not enable any person 
sk iUed in the art to which it pertains to use the invention commensurate in scope 
with these claims. Though Applicants disagree with the Examiner, rejection because 
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te ordinal meaning of the term "irradiating and the specification are consistent, 

Appficants have herein amended claim 28 to ciarify the scope of the claim. 

Claim Rejections - 35 U.S.C. S 112, second paragraph 

Claims 7 8-16. and 49-65 were rejected under 35 U.S.C. § 112, second 

paraph as hein g indefinite for failing to point out and distinctly claim the suhject 

m atter which applicant regards as the invention. Applicants have corrected the 

61, 62, 63, and 65. 

Claim Rejections - 3S U.S.C. § 103(a) 

Claims 1 and 5-15 are rejected under 35 U.S.C. § 103(a) as being 
un patentah,e over the puhlication MacQueen et a,, "Competitive Hydrogen 
auction and Emission Through Photochemistry of Mixed-Metal Bimetallic 
Complexes", Inorganic Chemistry (no month, 1990), vol. 29, No. 12, pp. 2313-2320 
("MacQueen"). Applicants respectfuUy traverse this rejection. 

Applicants respectfully submit that a prima facie case of obviousness has 
not been established with respect to claims 1 and 5-15. Applicants respectfully 
submit that to establish a pHma/aC case of obviousness under 35 U.S.C. , 103(a) 
quires, among other things, that the cited references, whether taken alone or nr 
combination, must at least teach or suggest each and every element of Ore claim. 

Applicants respectfully submit, however, that the cited references, whether taxen 
alone or in combination, fail to teach or suggest each and every element recited in 

Cairns 1 , and 5- 15 and therefore respectfully revest that Ore obviousness rejections 
with respect to these claims be withdrawn. 

Of the rejected claims, claim 1 is an independent claim and claims 5-15 
are dependent therefrom, either direcdy or ultimately. First, Applicants submit that 
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declaim Us allowable at .east because the MacQueen faUs to teach or suggest a 
prodcsolution. The Examiner contends that acetone is a protic solution. Thisisnot 
correct acceding to th e art accepted dennition. A protic so.u.on as un d e r stood hy 
one skiUed in the art is a solution capable of acting as a proton donor. Acetone, 
(CH 3 )2 C=0,isweU known to he an aptotic solvent since the compound isnot capable 
of acting asaproton donor within the understanding of one skilled in the art. .n 
addition, as the Examiner states, MacQueen does not teach a coproduct trap. Itts 
not understood why the Examiner states that it would have been obvious to one 
.avmgordinaryskillintheartatthehmeoftheinventionwasmadetohavemodmed 

process of MacQueen by adding a coproduct trap. The process of MacQueen does 
not suggest or motivate one skilled in the art to add a coproduct trap. As understood, 
^process described in MacQueen doesnot even generate a coproduct. As such 
^ere would be no motivation to add a coproduct trap or to conduct the reaction in a 
pro tic solution. Applicantsrespectfully re q uest reconsideration of the rejection based 

upon obviousness. 

Claims 17-20, 45, 49-59, and 61-65 were also rejected under 35 U.S.C. § 
10 3,a, as being unpatentable over MacQueen. The Examiner has applied MacQueen 
intne same manner as above and incorporated that description of MacQueen into.be 
section of claims 17-20, 45, 49-59, and 61-65, of these claims, Claims 17 and 45 are 
«* only independent claims. Independent claims 17 and 45 describe a process 
comprisingareacdon medium comprising, at least in part.aprotic solution and a 
coproduct trap. Therefore, for at least the same reasons as described above in the 
discussion of the rejection of claim 1, Applicants respectfully traverse the rejecdon of 
Cairns 17-20, 45, 49-59, and 61-65. Accordingly, AppUcants respectfully request 
.ithdrawaloftheobviousnessrejecdonwithrespecttothesedependentclaims. See 
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MPEP §2143.03 (stating that if an independent claim is non-obvious under §103(a), 
then any claim depending therefrom is non-obvious). 
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CONCLUSION 

Applicants believe that they have fully addressed each basis for 
rejection. Reconsideration of the claims of the subject application and issuance of a 
Notice of Allowability is respectfully requested. Should the Examiner have any 
remaining concerns, he is requested to contact the undersigned at the telephone 
number below so that those concerns may be addressed without the necessity of 
issuing an additional Office Action. 



ipectfully submitted, 




Hon No. 46,993 
Attorney for Applicants 



Registrar 



Kirkpatrick & Lockhart LLP 
Henry W. Oliver Building 
535 Smithfield Street 
Pittsburgh, PA 15222-2312 
Telephone: (412) 355-8620 
Facsimile: (412) 355-6501 
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